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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 
Claim Objections 

1. Claims 1-5 are objected to because of the following informalities: in claim 1, line 1, 
"Adhesive composition" should be changed to -An adhesive composition--. Appropriate 
correction is required. 

2. Claim 2 is objected to under 37 CFR 1 .75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. The parent claim 1 recites a dimer acid. Claim 2 is dependent from 
claim 1 . However, claim 2 recites a polybasic acid that is an aromatic dibasic acid and/or the 
dimer acid. Thus, claim 2 fails to further limit the subject matter in claim 1. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claim 5 provides for the use of the adhesive composition, but, since the claim does not 
set forth any steps involved in the method/process, it is unclear what method/process applicant is 
intending to encompass. A claim is indefinite where it merely recites a use without any active, 
positive steps delimiting how this use is actually practiced. 

Claim 5 is rejected under 35 U.S.C. 101 because the claimed recitation of a use, without 
setting forth any steps involved in the process, results in an improper definition of a process, i.e., 
results in a claim which is not a proper process claim under 35 U.S.C. 101 . See for example Ex 
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parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 255 F. 
Supp. 131, 149 USPQ 475 (D.D.C. 1966). 



Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

6. Claims 1-6 are rejected under 35 U.S.C. 102(b) as being anticipated by Yamazaki et al. 
(US Pat. 4,507,447). 

Yamazaki discloses an adhesive composition for use in multiply composite film in 
packaging, the adhesive composition comprising a polyisocyanate component and a polyol 
component, and silane coupling agent (see abstract). The polyol component includes a polyester 
polyamide polyol that is a reaction product of a polyester polyol and a diamine. The polyester 
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polyol is a reaction product of at least one dicarboxylic acid or its dialkyl ester and at least one 
glycol (see col. 2, In. 34-61). 

With respect to the amount of the carboxyl groups of the dicarboxylic acid reacting with 
the amino group of the polyamine, the recited range of "10-90 mol%" in instant claim 3 is wide 
and covers almost all possible amounts. Hence, what is taught by Yamazaki appears to read on 
the claimed range. 

7. Claims 1-6 are rejected under 35 U.S.C. 102(e) as being anticipated by Terada et al. (US 
Pat. 6,846,894) 

The applied reference has a common Assignee with the instant application. Based upon the 
earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 102(e). This 
rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 CFR 1.132 that any 
invention disclosed but not claimed in the reference was derived from the inventor of this application and 
is thus not the invention "by another," or by an appropriate showing under 37 CFR 1.131. 

Terada discloses an adhesive composition for use in packaging material, the adhesive 
composition comprising a polyisocyanate, a polyol, and a silane coupling agent (see abstract). 
The polyol can be a polyester amide polyol that is a reaction product of a polyamine and an 
esterification reaction product of a dibasic acid and a glycol (see col. 4, In. 37-63). 

With respect to the amount of the carboxyl groups of the dicarboxylic acid reacting with 
the amino group of the polyamine, the recited range of "10-90 mol%" in instant claim 3 is wide 
and covers almost all possible amounts. Hence, what is taught by Terada appears to read on the 
claimed range. 
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Contact Information 



Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Thao T. Tran whose telephone number is 571-272-1080. The 
examiner can normally be reached on Monday-Friday, from 9:00 a.m. - 5:30 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571-272-1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000; 
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Primary Examiner 
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